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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 13-24 and 26 are rejected as being directed toward a single means 

claim. 

A single means claim, i.e., where a means recitation does not appear in 
combination with another recited element of means, is subject to an undue 
breadth rejection under 35 U.S.C. 112, first paragraph. In re Hyatt, 708 F.2d 712, 
714-715, 218 USPQ 195, 197 (Fed. Cir. 1983) (A single means claim which 
covered every conceivable means for achieving the stated purpose was held 
nonenabling for the scope of the claim because the specification disclosed at 
most only those means known to the inventor.). When claims depend on a 
recited property, a fact situation comparable to Hyatt is possible, where the claim 
covers every conceivable structure (means) for achieving the stated property 
(result) while the specification discloses at most only those known to the inventor. 

Independent Claim 13 of the present invention is directed to an "apparatus 
comprising a computing device operable to perform the method of claim 1." The single 
means claims does not enable a person of ordinary skill in the art to determine the 
breadth of the claims. 

Claim Rejections - 35 USC § 101 
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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-24 and 26 are rejected under 35 U.S.C. 101 because they are drawn 
to more than one statutory class of invention, i.e., a method and an apparatus, in the 
same claim and is therefore not within one of the statutory classes set forth by 35 
U.S.C. §101. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Lupien et al (hereinafter Lupien US 5,689,652) in view of Keith (US 2004/0236614 

AD . 

Re Claim 1: Lupien discloses a method comprising 

• Receiving, in a crossing market, a plurality of bid-offer liquidity spreads 
from a plurality of market makers (Column 3, lines 44-53) 

• Receiving, in a crossing market a plurality of customer orders, each order 
comprising a price (Column 3 line 54-Column4 line 5) 
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• Iteratively selecting one or more bid-offer liquidity spread from the plurality 
of bid-offer liquidity spreads (Column 4, lines 10-26) 

Lupien does not explicitly disclose the steps comprising: 

• Determining based on the plurality of customer orders, all outstanding 
order imbalances for which the respective price is within at least one of the 
plurality of b-d-offer liquidity spreads 

• Calculating based on each selected bid-offer liquidity spread, a crossing 
price; and 

• Filling all determined outstanding order imbalances at one or more of the 
crossing prices using liquidity provided by one or more market makers. 

Keith disclsoes 

• Determining based on the plurality of customer orders, all outstanding 
order imbalances for which the respective price is within at least one of the 
plurality of bid-offer liquidity spreads (Paragraph 0065) 

• Calculating based on each selected bid-offer liquidity spread, a crossing 
price; (paragraph 0065)and 

• Filling all determined outstanding order imbalances at one or more of the 
crossing prices using liquidity provided by one or more market makers 
(paragraph 0066 guaranteed liquidity , ). 

It would have been obvious to a person of ordinary skill in the art at the time of 
invention to include the teachings of Keith to the disclosure of Lupien in order to account 
for any disparities between the buy and sell side orders. In weighting the crossing price, 
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the system can maximize participation in the market, which increases both the liquidity 
and depth of the market and guarantee liquidity for participants. 

Re Claim 2: Lupien in view of Keith discloses the claimed method supra, but 
does not explicitly disclose providing a method for trading a fixed income security. 
However, Lupien does broadly disclose the trading of "variety of stocks," (Column 1 , 
lines 37-60). Official Notice is taken that the trading of fixed income securities on a 
crossing market is notoriously old and well known in the art. It would have been 
obvious to a person of ordinary skill at the time of invention to include the trading of 
these instruments to the disclosure of Lupien in view of Keith to create a market for this 
popular type of security. 

Re Claim 3: Lupien in view of Keith discloses the claimed method supra and 
Lupien further discloses the step in which the crossing market rules comprise rules for 
requiring participation in a series of crossing markets (Column 4, lines 1-26; "The CMC 
will then calculate for every buy/sell profile pair, a mutual satisfaction cross product. 
The mutual satisfaction cross product represents the degree to which that buy/sell pair 
can satisfy each other.) 

Re Claim 4: Lupien in view of Keith discloses the claimed method supra and 
Lupien further discloses the step in which the crossing market rules comprise rules for 
requiring adherence to the crossing market rules. This step is inherent in the issuance 
of rules. If adherence is not required then these are not in fact rules. 

Re Claim 5: Lupien in vie of Keith discloses the claimed method supra and Keith 
further discloses the step in which iteratively selecting one or more bid-offer liquidity 
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spreads comprises selecting at least one of the bid offer liquidity spreads based on a 
respective determined outstanding order imbalance (paragraphs 0064-0065; "The 
imbalance is used to determine a point on the curve, and thus to specify the price 
change.") 

Re Claim 6: Lupien in vie of Keith discloses the claimed method supra and Keith 
further discloses the step in which iteratively selecting one or more bid-offer liquidity 
spreads comprises selecting at least one of the bid offer liquidity spreads based on a 
proximity of a midpoint of the at least one selected bid-offer liquidity spread to the price 
of a respective order imbalance (paragraphs 0064-0065; "The price change being 
measured relative to a specified price, such as the midpoint of the buy-sell quote spread 
from an external market.") 

Re Claim 7: Lupien in view of Keith discloses the claimed method supra and 
Keith further discloses the step in which calculating the crossing prices comprises 
calculating, for at least one of the crossing prices, a volume-based weighted average 
between a midpoint of a respective selected bid-offer liquidity spread and a last- 
executed trade (paragraph 0065; "the auction match will occur at the midpoint of the 
most recent quote spread less 2 points.") 

Re Claim 8: Lupien in view of Keith discloses the claimed method supra and 
Keith further discloses the step in which calculating the crossing prices comprises 
calculating, for at least one of the crossing prices, a volume-based weighted average 
between a midpoint of a respective selected bid-offer liquidity spread and the price of a 
respective determined outstanding order imbalance (paragraph 0065-0066). 
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Re Claims 13-20: Further apparatus claims would have been obvious in order to 
perform the previously rejected method claims and are therefore rejected using the 
same art and rationale. 

Re Claim 25: Lupien in view of Keith discloses the claimed method supra and 
further comprising causing crossing market rules that govern trading in the crossing 
market to be provided (Abstract, Column 3, lines 44-53; crossing based on profiles 
govern the market) 

Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lupien in view of Keith as applied to claim 1 above, and further in view of Gary (US 
6,618.707 BP . 

Re Claims 9-10: Lupien in view of Keith discloses the claimed method supra but 
does not explicitly disclose the step further comprising incentivizing the plurality of 
market makers to provide liquidity by providing a market maker that controls a majority 
or a predetermined minority of trading in the crossing market with additional information 
as to the size of the crossing and the amount of imbalance of buyers and sellers. Gary 
discloses where a primary market maker receives incentives as a bonus for maintaining 
an orderly market (Column 4 line 65-Column 5 line 3). It would have been obvious to a 
person of ordinary skill in the art at the time of invention to include the teaching of Gary 
to the disclosure of Lupien in view of Keith in order to maintain a certain degree of 
liquidity and order in the particular market. In doing so, users of the market can be 
assured that they are receiving a fair trading price. While Gray does not explicitly 
disclose the incentives as information relating to the size of the crossing and the amount 
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of imbalance, Official Notice is taken that this type of information is old and well known 
as valuable to market makers as it allows for more transparency of the market, which 
allows said market maker to put themselves in a better position relative to their 
competitors. It would have been obvious to a person of ordinary skill in the art to 
include this information as the incentive so that the market maker can profit put 
themselves in a position to facilitate the most amount of trading, which leads to a 
greater profit. 

Re Claims 11-12: Lupien in view of Keith discloses the claimed method supra 
but does not explicitly disclose the step further comprising incentivizing the plurality of 
market makers to provide liquidity by rewarding to the market maker that controls a 
majority or a predetermined minority of trading in the crossing market with the names of 
participating market makers and a reduced securities buy price and an increased 
securities sale price. Gary discloses where a primary market maker receives incentives 
as a bonus for maintaining an orderly market (Column 4 line 65-Column 5 line 3). It 
would have been obvious to a person of ordinary skill in the art at the time of invention 
to include the teaching of Gary to the disclosure of Lupien in view of Keith in order to 
maintain a certain degree of liquidity and order in the particular market. In doing so, 
users of the market can be assured that they are receiving a fair trading price. While 
Gray does not explicitly disclose the incentives as information relating to the size of the 
crossing and the amount of imbalance, Official Notice is taken that this type of 
information is old and well known as valuable to market makers as it allows for more 
transparency of the market, which allows said market maker to put themselves in a 
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better position relative to their competitors. It would have been obvious to a person of 
ordinary skill in the art to include this information as the incentive so that the market 
maker can profit put themselves in a position to facilitate the most amount of trading, 
which leads to a greater profit. 

Re Claims 21-24 and 26: Further system claims would have been 
obvious in order to implement the previously rejected method claims 9-12 and 25 
respectively, and are therefore rejected using the same art and rationale. 

Response to Arguments 
Applicant's arguments filed 1/25/2007 have been fully considered but they are 
not persuasive. 

Applicant initially presents arguments with respect to the previous rejections 
under 35 USC 112, second paragraph. The applicant contends that the previously 
presented claims recite means plus function language and that corresponding 
structures (one or more processors) are disclosed in the specification (Remarks page 
8). However, it is noted that the features upon which applicant relies (i.e., processors) 
are not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The previous point is moot however as the applicant has amended claims 13-24 
to recite and "apparatus comprising a computing device operable to perform the method 
of claim 1 ." The language of this claim is improper for a variety of reasons. First, this 
constitutes a single means claim, and is therefore subject to an undue breadth rejection 
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as previously noted. Essentially a single means claims is improper because it attempts 
to cover all possible apparatus for performing a method, even though some may not be 
known to the inventor (since they are not disclosed in the specification) or could not be 
known by the inventor (future apparatus, yet to be invented, that would be retroactively 
infringe on the language of the claim). Second, the claims recite two different statutory 
classes of invention (a method and an a apparatus). Third, claims 15-16 refer to the 
'apparatus of claim 25,' when claim 25 is in fact directed toward a method. 
With respect to the prior art references, the applicant argues that Lupien does not teach 
or suggest filling all outstanding orders nor that the entered orders are from 'market 
makers.' With respect to the first part, the examiner has cited the Keith reference 
(discussed below) in regards to this limitation. With regards to the 'market maker' 
argument, Lupien discloses that 'traders' input the orders. However, a reading directly 
from applicants specification reveals "The smaller the spread of the two-sided market 
that the trader or dealer ( also referred to as the "market maker") is willing to make, the 
more securities he trades at the crossing." (Page 4 lines 25-28). Thus the applicant 
explicitly equates the two terms. 

With respect to the Keith reference the applicant argues that Keith does not 
teach or suggest the amended limitation of 'filling all determined outstanding order 
imbalances" as in claim 1 . However, as recited in the action the examiner feels that 
Keith does suggest this limitation, in reference to the disclosure of the 'liquidity curve,' in 
that the institution can be 'guaranteed liquidity.' A guarantee of liquidity seems to 
indicate that no order is left unmatched in the process. 
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Applicant next argues that the examiner has presented no evidence of record to 
support his statement of obviousness. However, A suggestion, teaching, or motivation 
to combine the relevant prior art teachings does not have to be found explicitly in the 
prior art, as the teaching, motivation, or suggestion may be implicit from the prior art as 
a whole, rather than expressly stated in the references. . . . The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, 
and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art. In re Kotzab . 217 F.3d 1365, 1370 (Fed. Cir. 2000). Also, "In 
many, if not most, situations, there is neither a motivation to make the modification 
clearly articulated in the reference nor an evident lack of motivation. Rather, the prior 
art references typically disclose elements or aspects of the claimed subject matter, but 
fail to specifically point the way toward the combination, substitution or other 
modificiation needed to arrive at the invention. A judgment must be made whether 'a 
person of ordinary skill in the art would have had sufficient motivation to combine the 
individual [elements] forming the claimed [invention].'" In re Clinton, 527 F.2d 1226, 
1 228, 1 88 USPQ 365, 367 (CCPA 1 976). 

Therefore the examiner maintains his argument that 'it would have been obvious 
to a person of ordinary skill in the art at the time of invention to include the teachings of 
Keith to the disclosure of Lupien in order to account for any disparities between the buy 
and sell side orders. In weighting the crossing price, the system can maximize 
participation in the market, which increases both the liquidity and depth of the market 
and guarantee liquidity for participants.' 
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With respect to the examiners position of Official Notice, the MPEP reads To 
adequately traverse such a finding, an applicant must specifically point out the 
supposed errors in the examiner's action, which would include stating why the noticed 
fact is not considered to be common knowledge or well-known in the art. See 37 CFR 
1.111(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241. A general allegation 
that the claims define a patentable invention without any reference to the examiner's 
assertion of official notice would be inadequate. It appears that the applicant is making 
a general allegation as to the patentability of the present invention by only submitting 
'that the limitations recited by claims 9-12 and 21-24 and the Examiner's asserted 
suggestion/motivation regarding these claims are not common knowledge or well known 
in the art. Again, to traverse the applicant must specifically point out the perceived 
flaws in examiners logic. As of now the applicant has failed to do so and therefore 
these rejections are maintained. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 



than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




